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“Reprising” approaches? Restate in different
words what the statute already requires?
• Mandate patent eligibility for any subject matter that is the result of
human activity, human effort, human agency, human ingenuity, or
any other manifestation of human intervention? Bar only subject
matter existing solely in the human mind?
• Mandate patent eligibility for any subject matter that is a practically
useful embodiment or application of any associated natural law or
phenomenon or other abstract concept.
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The patent statute already limits patents to the novel work of human
inventors—and already limits patents to new and useful processes,
machines, manufactures, and compositions of matter.
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The Banbury Statement—Three
Pronged Legislative Approach:
1. Technological arts limitation
per Bilski concurring opinion.
2. Abrogate “implicit” exception
and its two-part test.
3. “Research Use” exemption:
2006 NAS recommendation.

https://www.uspto.gov/sites/default/files/documents/Updat
ed%20Banbury%20Statement.pdf
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Numerous scholars have suggested that
the term “useful arts” was widely
understood to encompass the fields
that we would now describe as relating
to technology or “technological arts.”
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“‘An invention shall be considered as susceptible of industrial application if it can be made
or used in any kind of industry, including agriculture’. ‘Industry’ should be understood in its
broad sense as including any physical activity of ‘technical character’ …, i.e. an activity
which belongs to the useful or practical arts as distinct from the aesthetic arts … .”
(https://www.epo.org/law-practice/legal-texts/html/guidelines/e/g_iii_1.htm).
“[T]he invention must be of ‘technical character’ to the extent that it must relate to a
technical field …, must be concerned with a technical problem …, and must have technical
features in terms of which the matter for which protection is sought can be defined in the
claim … .” (https://www.epo.org/law-practice/legal-texts/html/guidelines/e/g_i_2.htm)

The European standard for “industrial applicability” could be
adapted into a constitutionally consonant eligibility standard based
on defining inventions that contribute to the “useful arts.”
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Add a “right to patent” provision missing
§ 101. Right to patent inventions; eligible subject matter required.
from AIA; reaffirm that patents cannot be
“(a) RIGHT TO A PATENT; USEFUL ARTS DEFINED.—An inventor
denied or invalidated absent a “finding.”
shall be entitled to a patent for an invention that contributes to the
useful arts, absent a finding that one or more conditions or
Make explicit the constitutionally implicit need to
requirements under this title have not been met. For the purposes of
contribute to the “useful Arts” and expressly
this section, the useful arts refer to all fields of technology, without
bar patenting for non-technological inventions.
restriction or limitation.
“(b) ELIGIBLE CATEGORIES; PRACTICAL UTILITY REQUIRED.—
Recodify unchanged the existing § 101
Subject matter may not be patented unless claimed in terms of a
requirement on statutory categories and
practically useful process, machine, manufacture, or composition of
codify Brenner v. Manson on “utility.”
matter, or a practically useful improvement thereto.
“(c) ELIGIBLE SUBJECT MATTER LIMITATION; RELATIONSHIP TO
Add a specific sentence that is a per se bar
ABSTRACT CONCEPTS.—For the purposes of this section, the discovery
on the patenting of a natural law or
of a natural law or phenomenon or other abstract concept shall be
phenomenon or other abstract concept.
deemed not to contribute to the useful arts. Notwithstanding the
preceding sentence, eligibility for patenting under this section shall
Add a new “safe harbor” patterned on the
not be negated because a claimed invention is based upon or
overruling of Cuno Engineering—2nd sentence of
otherwise relates to an abstract concept.
§ 103 “negating” the flash-of-genius test.
“(d) ADDITIONAL LIMITATIONS AND EXCEPTIONS BARRED.—No
additional limitations on or exceptions to eligibility for patenting shall
Overrule the two-part test and the
exist or may be implied for a claimed invention that meets the
“implicit exception” through an
requirements for eligibility under this section.
unambiguous statutory provision.

An amended § 101 could abrogate the Supreme Court’s
“implicit exception” and the two-part Mayo-Alice test,
make explicit the bar to eligibility of any natural law or
phenomenon or other abstract concept, and offer a
substitute eligibility standard that might garner a political
consensus…
…by distinguishing between technological

and non-technological claimed inventions.
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Leverage the bar on patenting non-technological
inventions to eliminate piecemeal limitations
• Repeal the remedies limitation for non-technological medical and
surgical procedure patents (35 U.S.C. § 287(c)).
• Repeal the patentability limitations on tax strategy patents (AIA § 14).
• Repeal the bar on “human organism” patents (AIA § 33).
• Limit the availability of the transitional procedure for covered
business method patents to non-technological claimed inventions.
(AIA § 18).
The field of technology limitation on eligibility responds to concerns
with permitting patent protection in areas outside the traditional
notion that patents serve to protect new technological innovations.
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Enact the National Academies’ twicerecommended “research use” exemption—
Congress should consider exempting research “on” inventions
from patent infringement liability. The exemption should state that
making or using a patented invention should not be considered
infringement if done to discern or to discover:
a. the validity of the patent and scope of afforded protection;
b. the features, properties, or inherent characteristics or
advantages of the invention;
c. novel methods of making or using the patented invention; or
d. novel alternatives, improvements, or substitutes.
“Recommendation 10” of the 2006 National Academies’ publication “Reaping the Benefits of Genomic and Proteomic Research,” at https://www.nap.edu/read/11487/chapter/2.
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Conclusions
• The preemptive priority for any legislative effort should be the
abrogation of the implicit exception and the two-part test used to
implement it.
• Doing so may not be politically possible without adding some
additional threshold test limiting patent eligibility.
• The “reprising approaches” fall short on both legal and political
grounds.
• The “useful arts” approach, although by no means perfect, could be
leveraged to remove recent patent-limiting encrustations on the law.
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